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earned patent term adjustment. See 37 CFR 1.704(b). 
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1 )S Responsive to communication(s) filed on 30 April 2004 . 
2a)D This action is FINAL. 2b)[>3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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2. Q Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 
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DETAILED ACTION 

Response to Amendment 

This Office Action is responsive to the Amendment filed April 30, 2004. The rejection 
of claims 1-5 under 35 U.S.C. 102 (b) as being anticipated by Nemoto et al., U.S. Patent 
6,368,750, is overcome. However, claims 1-5 are newly rejected under 35 U.S.C. 102(e) as 
being anticipated by Hemmer et al., U.S. Patent 6,080,510. 

Claim Rejections ~ 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 
the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another 
filed in the United States before the invention by the applicant for patent or (2) a patent granted on an 
application for patent by another filed in the United States before the invention by the applicant for patent, 
except that an international application filed under the treaty defined in section 351 (a) shall have the effects 
for purposes of this subsection of an application filed in the United States only if the international application 
designated the United States and was published under Article 21(2) of such treaty in the English language. 

Claims 1-5 are rejected under 35 U.S.C. 102(e) as being anticipated by Hemmer et al., 
U.S. Patent 6,080,510. 

With respect to claim 1, Hemmer teaches a lithium secondary battery, comprising a 
lithium manganese oxide cathodic material having a cubic spinel structure and a formula of 
Li y Me x Mn2 x04, where Me represents a metal cation from groups Ha, IIIA, IVa, IIV, Illb, IVb, 
Vb, Vllb, and VIII of the Periodic Table of Elements, x is 0 < x < 1 and y is 0 < y < 1 .2. See 
Abstract. Hemmer exemplifies specific cathodic materials that embrace the instant lithium 
manganese oxide, including: Li(Tii) 0 .i Mni. 9 0 4 , where Me isTi, y=l,x=0.1 andxl=l (See 
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Example 2) and Li(Nii)cu Mni.eCU, where Me is Ni, y=l, x=0.1 and xl = l (See Example 3). 
The limitation with respect to the cathodic material having a strength ratio (P2/P1 strength 
ratio) of a primary endothermal peak (Pi) appearing around 950°C and a secondary 
endothermal peak (P 2 ) appearing around 1 100°C in differential thermal analysis, is 0.5 or less, 
is considered to be an inherent property of cathodic material of Hemmer, because products of 
identical chemical composition can not have mutually exclusive properties. A chemical 
composition and its properties are inseparable. Therefore, if the prior art teaches the identical 
chemical structure, the properties applicant discloses and/or claims are necessarily present. In 
re Spada, 91 1 F.2d 705, 709, 15 USPQ2d 1655, 1658 (Fed. Cir. 1990). In the instant case, the 
cathodic material of Hemmer possesses said endothermal peak characteristics, because the 
chemical composition is identical to that of the subject invention. 

In re claim 2, the Li/Mn ratio is 0.53, when Li=l and Mn =1 .9 as illustrated in 
Examples 1-3. 

As to claims 3-5, the claims are product-by-process claims rendering the same product 
as the prior art. The claims only differ from Hemmer by their method of production. In 
accordance with MPEP 2113, "[E] ven though product-by-process claims are limited by and 
defined by the process, determination of patentability is based on the product itself. The 
patentability of a product does not depend on its method of production. If the product in the 
product-by-process claim is the same as or obvious from a product of the prior art, the claim is 
unpatentable even though the prior product was made by a different process." In re Thorpe, 
777F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985). Therefore, since the process steps are 
not given patentable weight, the method limitations of claims 3-5 do not patentably distinguish 
the instant cathodic material from that of Hemmer. 
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Response to Arguments 

Applicant's arguments, see pages 2-3, filed April 30, 2004, with respect to the 
rejection(s)of claim(s) 1-5 under 35 U.S.C. 102(b) as being anticipated by Nemoto have been 
fully considered and are persuasive. Specifically, Applicant correctly asserts that Nemoto does 
not constitute prior art relative to the present application under 35 U.S.C. §102(b), because the 
reference was not patented more than one year prior to the instant application date. In 
addition, as evidence by the Declaration submitted April 30, 2004, Nemoto does not constitute 
prior art under 35 U.S.C. §102 (e), because the subject matter that anticipates any of instant 
claims 1-5, results solely from the invention by Mr. Takahashi alone. Therefore, the rejection 
under §102 as being anticipated by Nemoto, has been withdrawn. However, upon further 
consideration, a new ground(s) of rejection is made in view of Hemmer et al., U.S. Patent 
6,080,510. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
Examiner should be directed to Monique Wills whose telephone number is (571) 272-1309. 
The Examiner can normally be reached on Monday-Friday from 8:30am to 5:00 pm. 

If attempts to reach Examiner by telephone are unsuccessful, the Examiner's supervisor, 
Michael Barr, may be reached at 571-272-1414. The fax phone number for the organization 
where this application or proceeding is assigned is 703-872-9306. 



* 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. 

Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov.Should you have 
questions on access to the Private PAIR system, contact the Electronic Business Center (EBC) at 
866-217-9197 (toll-free). 
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MICHAEL BARR 
PRIMARY EXAMINER 




